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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 3, 6-8, 12-14, 17, 18-23 and 27-30 are rejected under 35 U.S.C 102(b) as being 
anticipated by USPN 5,652,412 to Lazzouni et al. ("Lazzouni"). 

As to claim 1, Lazzouni discloses an apparatus comprising: 

A memory storage unit to store an electronic version of a page (column 2, lines 38-41 and 
column 4, lines 43-50, wherein recording unit corresponds to memory storage unit); and 

A processor coupled to the memory storage unit and configured to receive data associated 
with a handwritten notation applied to a printed page (column 6, lines 35-42) and an electronic 
image of an area of the printed version of the page near the notation (column 5, lines 44-54), to 
identify a corresponding passage in the electronic notation based on the received data and 
associated with the corresponding passage (column 2, lines 44-50, wherein the encoded pixels on 
the printed page provide the position on the page and are also used in determination of 
movement of the pen). 
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As to claim 3, Lazzouni discloses the apparatus of claim 1, wherein the processor is 
configured to identify a first portion of the electronic image that represents the area of the printed 
page (column 5, lines 57-59) and to identify a second portion of the electronic image that 
represents the handwritten notation (column 5, lines 59-63, see also column 6, lines 35-42). 

As to claim 6, Lazzouni discloses the apparatus of claim 1, wherein the processor is 
configured to create a bitmap image based on the data associated with the handwritten notation 
and to identify a correlation with the corresponding passage of the electronic version of the page 
(Figs. 12, 13 and column 11, lines 2-4, wherein the a Gray Code is used to encode each pixel in 
the bitmap according to pen movement in the X and Y directions). 

As to claim 7, Lazzouni discloses the apparatus of claim 1, wherein the processor is 
configured to apply handwritten character recognition to transform the data associated with the 
handwritten notation into digital text and to identify a correlation between the digital text and the 
corresponding passage (Figs. 12, 13 and column 11, lines 2-4, wherein the a Gray Code is used 
to encode each pixel in the bitmap according to pen movement in the X and Y directions, thus 
taking the handwriting and creating a digital text). 

As to claim 8, Lazzouni discloses a system comprising: 

A computer comprising a processor and a memory storage device storing an electronic 
version of a printed page (column 2, lines 38-41 and column 4, lines 43-50, wherein recording 
unit corresponds to memory storage unit); and 
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A writing utensil to apply a notation to the printed page (column 5, lines 1-12 and Fig. 3), 
the writing utensil including a scanner positioned to scan a surface of the printed page as the 
notation is being applied to the printed page (Fig. 3, elements 50-70); 

Wherein the processor includes a port to receive from the writing utensil stroke data 
associated with a notation applied by the writing utensil (Fig. 7, column 3, lines 5-8 and column 
6, lines 35-42) and an electronic image of an area of the printed page associated with the applied 
notation (column 5, lines 44-54), and is configured to create an electronic notation based on the 
stroke data and associated with a corresponding part of the electronic version of the printed page 
(Figs. 12, 13 and column 11, lines 2-4, wherein the a Gray Code is used to encode each pixel in 
the bitmap according to pen movement in the X and Y directions, thus creating electronic 
notation based on the stroke data). 

As to claim 12, please refer to rejections made for claim 6 above. 
As to claim 13, please refer to rejections made for claim 7 above. 
As to claim 14, please refer to rejections made for claim 8 above. 

As to claim 17, Lazzouni discloses the method of claim 14, wherein capturing the stroke 
data comprises utilizing an echo-location technique (column 6, lines 8-34). 

As to claim 18, Lazzouni discloses the method of claim 14, wherein the page comprises 
grid marks and wherein capturing the stroke data comprises utilizing an image processing 
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technique to track movement of the writing utensil on the grid marks (column 6, lines 35-45 and 
lines 61-65). 

As to claim 19, please refer to rejections made for claim 6 above. 
As to claim 20, please refer to rejections made for claim 7 above. 

As to claim 21, Lazzouni discloses the method of claim 20, comprising creating a link 
between the digital text and the particular portion of the electronic version of the page (column 2, 
lines 38-59). 

As to claim 22, Lazzouni discloses the method of claim 14, wherein correlating the 
captured stroke data with the particular portion of the electronic version of the page comprises 
employing a pattern recognition technique (column 6, lines 35-45 and lines 61-65). 

As to claim 23, please refer to rejections made for claim 1 above. 
As to claim 27, please refer to rejections made for claim 8 above. 



As to claim 28, Lazzouni discloses the apparatus of claim 27, comprising a wireless 
transmitting device to transmit the image to a remote device (column 3, lines 7-8). 
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As to claim 29, Lazzouni discloses the apparatus of claim 27, comprising an adjustable 
power switch to enable a user to selectively disconnect a power source from the scanner (Fig. 7, 
element 144 and 146 and column 9, lines 28-38). 

As to claim 30, Lazzouni discloses the apparatus of claim 27 comprising a conductive 
contact positioned to mate with an external adapter to transmit the image to a remote device 
(column 9, lines 14-27). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2, 4, 5, 9-11, 15, 16, 24-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lazzouni in view of USPN 6,050,490 to Leichner et al. ("Leichner"). 

As to claim 2, Lazzouni discloses the apparatus of claim 1, he does not disclose expressly 
disclose wherein the processor is configured to identify the electronic version of the page based 
on a received page identifier. 

However, Leichner discloses identifying the electronic version of a printed page based on 
a received page identifier (column 3, lines 35-49). 
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Lazzouni & Leichner are combinable because they are both in the same field of taking a 
printed page, making handwritten notations on it and creating an electronic version of the page 
along with the notations. 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to the add to the invention of Lazzouni the page identification process disclosed by 
Leichner. 

The suggestion/motivation for doing so would have been that providing a page identifier 
allows a user to switch between multiple printed pages and still maintain an exact electronic 
copy (column 1, lines 26-41 and column 4, lines 28-33). 

Therefore, it would have been obvious to combine the invention disclosed by Lazzouni 
with the invention of Leichner to obtain the invention as specified in claim 2. 

As to claim 4, Lazzouni discloses the apparatus of claim 3, while Leichner further 
discloses wherein the processor is configured to apply optical character recognition to transform 
the first portion of the electronic image into digital text (column 2, lines 30-34 and column 4, 
lines 43-49). 

As to claim 5, the combination of Lazzouni discloses the apparatus of claim 4, wherein 
Leichner further discloses wherein the processor is configured to identify the corresponding 
passage by searching the electronic version of the page for the digital text (column 4, lines 43-49, 
specifically lines 47-49). 
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As to claim 9, please refer to rejections made for claim 2 above. 
As to claim 10, please refer to rejections made for claim 4 above. 
As to claim 1 1 , please refer to rejections made for claim 5 above. 
As to claim 15, please refer to rejections made for claim 4 above. 
As to claim 16, please refer to rejections made for claim 5 above. 
As to claim 24, please refer to rejections made for claim 2 above. 
As to claim 25, please refer to rejections made for claim 4 and 5 above. 

As to claim 26, the combination of Lazzouni and Leichner discloses the article of claim 
25, Leichner further discloses computer-executable instructions for causing the computer system 
to indicate a correlation between the data associated with the notation and the passage containing 
the digital text (column 4, lines 43-49). 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

USPN 5,629,499 to Flickinger et al. discloses creating an electronic version of 
handwriting. 

USPN 6,259,043 to Clary et al. discloses creating an electronic version of handwriting. 
USPN 6,396,481 to Challa et al. discloses creating an electronic version of handwriting. 
USPN 6,666,376 to Ericson discloses creating an electronic version of handwriting. 



Application/Control Number: 09/897,703 Page 9 

Art Unit: 2625 

USPN 6,698,660 to Fahraeus et al. discloses creating an electronic version of 
handwriting. 

USPN 4,794,634 to Torihata et al discloses creating an electronic version of handwriting. 
USPN 4,841,387 to Rindfuss discloses creating an electronic version of handwriting. 
USPN Re. 34,476 to Norwood discloses creating an electronic version of handwriting. 
US Publication 2002/0088651 to Carini et al. discloses creating an electronic version of 
handwriting. 

US Publication 2003/0004991 to Keskar et al. discloses creating an electronic version of 
handwriting. 

US Publication 2003/0089533 to Lapstun et al. discloses creating an electronic version of 
handwriting. 

USPN 6,396,598 to Kashiwagi et al. discloses creating an electronic version of 
handwriting. 

USPN 5,869,789 to Reid-Green discloses creating an electronic version of handwriting. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron W Carter whose telephone number is (703) 306-4060. The 
examiner can normally be reached on 7am - 3:30 am (Mon. - Fri.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh Mehta can be reached on (703) 308-5246. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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